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An entrepreneur's
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What is Trademark ?

A Trade Mark is a mark, adopted for distinguishing, the goods or
services of one enterprise from those of others, in the course of

trade,

A trademark may be-

[ A Word

[ A Device/picture

[ A Label

| A Logo

I A Name

I A Signature

| Letters

| Numerals

| Or any combination of the above
|

A three dimensional shape or shape of the Goods
themselves

I Combination of Colors
I Asound clipping



Objects & functions of a Trademark

0

To identify the origin of product/service.

To distinguish the product/service of the
proprietor from those of others.

To guarantee its unchanged quality.

To advertise the product/service.



Registration of trademarks

I Registration is a prima facie evidence of
proprietorship over the trademark

Gives the exclusive right to use the trademark in
respect of goods/services; and to take legal action in
case of infringement

I The registered proprietor may assign or license the
trademark as any other property

I The registered proprietor can enjoy the Goodwill
associated with registered trademark forever, if the
mark is renewed from time to time



Registration of trademark

U Registration of a trademark is done on territorial
basis.

U Registration of a trademark in India is done with the
Trade Marks Registry office under the office of the
Controller General of Patents, Designs and Trade
Marks

U Registration of a trademark in foreign countries can
be done either by applications in these countries
iIndividually or through Madrid System.



Madrid System

A The Madrid system provides one single procedure for
the registration of trademarksin severalterritories.

A 1t is governedby two treaties, W (i KI&irid Agreement
concerning the International registration of Y I NJ
(briefly known as Madrid Agreemen) and the Protocol
relating to the Madrid ! 3 NB S YIBigflyi Khown as
Madrid Protoco)).

A These treaties are administered by the International
Bureau (IB) of the World Intellectual Property
Organisation(WIPO)in GenevaSwitzerland
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Industry, the Government of India, deposited the instrument
of accessiono the Madrid Protocol, with the Director
General of the WIPO.

and accordingly, the provisions of international registration
under the Madrid Protocol came into effect in India since
July & of 2013



TheTrade Marks Registry (TMRhder The
office of TheController General of Patents

Designs and Trade Marks (CGPDTM)
Implements The Madrid System In India



Legal set up of the Indian TMR

A The Trade Marks Registry was established under the Trade
Marks Act 1940.

A At present, it functions under the Trade Marks Act 1989The
Trade Marks Rules 200Zhese came into force dib™"
September 2003replacing thelrade & Merchandise Marks Act
1958and Trade & Merchandise Marks Rules 1959

A The Trade Marks (Amendment) Act 201f3s been passed and
published in the official Gazette of the Government of India.

A The Trade Marks Rules 2002 has been amended from time to
time.
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Administrative set up

GOVERNMENT OF INDIA |

Ministry of Commerce and Industry

!

Department of Industrial Policy &romotions ‘

Controller General of Patents, Designs &
Trademarks (CGPDTM)

Trademarks
Reqistry

Ahmedabad

Delhi Mumbai Chennai Kolkata
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Technical set up of the TMR

A All functions are performed through an web based
Trade Marks System (TMS)

A The Central Server of TMR is at Intellectual Property Office
(IPO) Building in Delhi and back up server is at IPO, Mumbai

A All branches of the TMR are connected with the Central
Server through the Virtual Private Network (VPN).

A All the actions done by the office staff through the TMS is
recorded in the Central Server on real time basis



Who can file application for international

registration ?
Any person (including a legal entity)

A who is acitizenof, or isdomiciled in or has real and effective
Industrial or commercial establishmemh a country which is
member of the Madrid Protocol, and

A who has got a registration of a trademark or who has filed
an application for registration of trademark in that country

can make application for international registration of
trademarks under the Madrid Protocol.

The application for international registration is made by the
same persorfor the same trademarkand in respect of goods or
serviceovered in the domestic application or registration.



The brief procedure for international
registration under the Madrid Protocol

Office of
Origin
Averifies &

certifies I1A
fand sends it to
1B, WIPO

Applicant
Files IA

" IB of the )
WIPO

MDoes formality
examination,

Alf OK, registers
publishes in
WIPO gazette and
sends to DCPs

ACommunicates
Provisional
refusal received
from DCP to OO
& applicant

MMaintains

\portfolio j

DCP 1

DCP2

DCP3

ADesignated "\
contracting
partiesexamine
IRs as per their
law

Ain case of
objection/oppos
ition
communicate
Provisional
Refusal to WIPO
and entertain
the holders
response

Ain case of no
objection,give
protection of
the trademark
as mark
registered with

\their office




India, as an Office of Origin

A person (including a legal entity)
o) who is a citizen of India, or domiciled in India, or

0 who has a real and effective industrial or commercial establishment in
India, and

0 who has got a registration of a trademark or whose application for
registration of trademark is pending iimdian office ,

may make application for international registration of his trademark

Application mustbe filed only through thegatewayfor on line filing of
International applications madeavailable at theofficial website
www.ipindia@nic.in with handling fee of INR 2000/

The Trade Marks RegistiyMR) verifies as to eligibility of the applicant and
contents of the International Application vig-vis basic registration/application

When the International Application is not proper, the TMR sends a deficiency
letter at the email of the applicant. The applicant shall preparepy to the
deficiency letterand upload it, with supporting documents, if atlyyough the
gateway.


http://www.ipindia@nic.in/

AWhen the International Application is proper the TMR certifies and transmits such
applicationsto the International Bureau of WIPO.

Arhefee for international applicationandthe individual fee/Complementary fee for
designated countriesvherever applicable i® be paid directly to the International
Bureau of the WIPO, in Swiss Francs

Arhe schedule of feen respect of application made for protection of mark through
international registration under the Madrid Protocol is as follews

0 Basic fee [653 Swiss Frarfos 3 classes of goods/servicesind in case application
Is for more than 3 classes Supplementary fee @ 100 Swiss Francs for each class, f
the International Bureau of the WIP@ayable to WIPO in Swiss Fratfdke
trademark is in colour the basic fee is 903 Swiss Framgtead of 653 Swis&rancs

o Individualfee or complementary fedor the countries or organizations designated
in the applicationpayable to WIPO in Swiksancs

AThe IB of WIPO examines such applications for formalities.



A In case any irregularity (regarding classification of goods or services, for instance)
Is found, the IB communicates such irregularities to the TMR as well as to the
applicant The TMR also sends the irregularities to the applicant by enal.
applicant has to rectify irregularities and prepare a reply to the irregularity letter,
and upload it, with supporting document, if any, through the gateway. The TMR
sends response to irregularities to the International Bureau of WIPO

A If the International Application is found to be proper by the IB of the WIPO. It is
registered with the IB, published in the WIPO gazette and transmitted to the
offices of the designated Contracting Parties
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